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The Office Action suggests that the instant application should be amended to reflect the 
feet that it is a divisional. Applicant confirms, through this paper, the cancellation, without 
prejudice, of claims 54-59. Applicant also notes that, if a new application is to be filed pursuing 
. . . the subject, matter of claims J4-59, the new. application will be filqd as a divisional application. 
But Applicant respectfully submits that there seems to be no need to do so in the instant * 
application. 



1. Rejections of Claims L 4*12, 14, 15. 17, and 60-63 over Chapelon. Colman and Yock 

Claims 1, 4-12, 17, and 63 are rejected under 35 U.S.C. § 103(a) over United States 
Patent No. 5,601,526 to Chapelon ct al. ("Chapelon") in view of Coleman et al, 'Ultrasound in 
Med. &. Biol," (1992) Vol. 18, No- 3, p. 267-81 ("Coleman"). Claim 14, which depends from 
claim 1, is rejected under 35 U.S.C. § 103(a) over Chapelon in view of Coleman and further in 
view of United States Patent No. 5,000,185 to Yock ("Yock"). Claims 15 and 60-62 are rejected 
under 35 U.S.C. § 103(a) over Chapelon, in view of Coleman, and further in view of United 
States Patent No. 4,893,614 to Takayama et al. ("Takayama"). 

Claim 1 is the only independent claim at issue, and recites a method of generating light 
inside a mammalian body for a medical purpose. The method includes the steps of placing, 
inside a mammalian body, at least a distal portion of an interventional device that includes a 
sonoluminescent light module, and generating a sonoluminescent light inside the body. 

Chapelon describes a device that delivers ultrasonic waves to treat tissue in a mammalian 
body. The embodiments described in Chapelon are largely extracorporeal (see col. 7, Ins, 17-26). 
To the extent there is any intracorporeal application, in certain embodiments described in 
Chapelon, a "physically independent 3 ' cooling device is insertable into a cavity (e.g. rectum and 
urethra) of a patient to prevent overheating of the target tissue while the device responsible for 
generating and delivering the ultrasonic waves remains outside the body (coL 12, In. 63-coL 13, 
In. 1, and FIG- 9). 

Coleman reports studies of acoustic emission from cavitation in the field of an 
extracorporeal shock wave lithotripter (p. 267, "Abstract*'). To confirm that the detected acoustic 
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signal actually arises from cavitation, Coleman describes using light detection through a 



photomukiplier tube as a positive control (see p. 268, left column). 

Applicant respectfully traverses the rejection on the following grounds. First, because 
Chapekm does not recognize any sonoluminescent result in its disclosure, the Office Action - 
essentially argues that Coleman shows that sonoluminescence is inherent in the method described 
in Chapelon. However, Coleman does not supply a logical basis for such a proposition* 
Coleman states that "[a]ny light emission is taken as independent evidence that cavitation is 
present" (p. 268, left column). Merely because one skilled in the art recognizes that cavitation 
can be inferred from light emission does not mean that the same holds true in the opposite 
direction, i.e., that cavitation wc^flri/y leads to light emission. When extrinsic information is 
used to supply descriptive matter missing from a primary reference, it must be clear that "the 
missing descriptive matter is necessarily present in the thing described in the reference.. 
Continental C an Co, V. Monsanto Co.. 948 F.2d 1264, 1268-69 (Fed. Cir* 1991) (emphasis 
added). The Federal Circuit has repeatedly warned against basing inherency on conjectures: 
"Inherency, however, may not be established by probabilities or possibilities. The mere feet that 
a certain thing may result from a given set of circumstances is not sufficient." Id, at 1269 
(quoting InreOelrich. 666 F.2d 578, 581 (CCPA 1981)) (emphasis original). 

Coleman particularly takes notice of the unpredictability in the mechanisms that 
lithotripsy devices interact with tissue and stone in the body (p. 267, left column). Coleman 
further describes that others skilled in the art have attributed inhibition of cavitation under fn vivo 
conditions to the high tensile strength of blood (p* 267 r , right column). Coleman's experiment 
was conducted using an extracorporeal lithotripter in a tank filled with water. Through its own 
experiment, Coleman observes a 50% drop in signal amplitude when switching the conducting 
medium from tap water to carbonated water (p. 279, right column), further highlighting the 
multitude of variables that need to be tested in order to produce the desired cavitation effect, 
especially when repeating in vitro experiments under in vivo conditions. 

Second, both references teach away from their combination, certainly offering no 
suggestion or motivation to the combination. See MPEP 706,02(J). On one hand, Chapelon 
specifically claims that the goal of its invention is to limit or avoid the cavitation effect while 
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relying more on the thermal effect of an ultrasound system (see col 1 , In. 57-coL 2, In. 7). And 
Coleman's studies deal exclusively with the cavitation effect. On the other hand, Coleman 
concludes that the quality of cavitation effect may well influence the safety and performance of a 

unpredictability of repeating its experiment under in vivo conditions, the reference discourages, 
rather than motivates, one skilled in the art from modifying Chapelon's method to expand and 
explore medical benefits inside the body that may derive from the cavitation effect. 

The third reference, Yock, describes a method that involves rotating and translating an 
ultrasonic transducer carried at the distal end of a catheter after being inserted into a blood vessel 
for ultrasonic imaging. Yock does not teach or suggest what Chapelon and Coleman lack with 
respect to claim I . Therefore, a rejection under § 103 over claim 14 with the addition of Yock 
cannot be sustained either. 

The fourth reference, Takayama, describes an extracorporeal lithotripter including a 
pseudo-ellipsoidal shaped housing filled with liquid. A shock wave is generated at a first focus 
of the pseudo-ellipsoid, resulting in impact at the second focus where the calculus is positioned 
("Abstract 9 *)- Similarly to Chapelon, Takayama does not teach or suggest any sonoluminescent 
effect in the use of a shock-wave lithotripter. Therefore, Takayama does not supply the 
foundation needed for concluding that production of sonoluminescent light, as recited in instant 
claim 1, is inherent in the method described in Chapelon. 

For the above reasons, Chapelon, Coleman, Yock, and Chapelon, taken individually or in 
combination* do not teach or suggest the method recited in the instant claim 1 . Applicant 
respectfully requests the reconsideration and withdrawal of the rejections against claim 1 and its 
dependent claims. 
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2. Rejections of Claims 20-30. 41-43. and 52 over Schubert 

Claims 20-30, 41-43, and 52 are rejected under 35 U.S.C. § 102(b) over United States 
Patent No. 3,593,706 to Schubert ("Schubert"), 1 Claim 44 is also rejected under 35 U.S.C. 
§ 103(a) over Schubert. - 

Claims 20 and 41 are the only independent claims at issue. Both claims recite a method 
of generating light inside a mammalian body* Claim 20 involves the use of an arc lamp, and 
claim 41 involves the use of a spark gap module. 

Schubert describes a flexible gastroscope having an illumination source for observation 
through an optic fiber and a U-shaped flash tube for photographing interested area after 
observation. Schubert does not teach or suggest either the use of an arc lamp (claim 20) or the 
use of a spark gap module (claim 41). The specification of the instant application provides: 

An arc lamp is an electric lamp in which light is produced by an arc made when 
current flows through ionized gas between two electrodes (p. 6, Ins. 26-28). 

The spark gap module 121 operates in a way similar to the arc lamp of FIG. 2A, 
except that the cap does not necessarily have to be conductive in order to generate 
an emission when the current flow is established at the onset of discharge (p« 14, 
Ins. 2-4). 

The illumination source described in Schubert is an incandescent lamp, providing light for 
viewing through an optic fiber (col 1, Ins, 10-15). The flash tube described in Schubert is used 
for flash photography (col. 1, Ins. 49-63). Accordingly, Schubert does not teach or suggest either 
the arc lamp recited in instant claim 20 or the spark gap module recited in instant claim 41 . 
Applicant respectfully requests the reconsideration and withdrawal of the rejections under § 102 
against claims 20, 41 , and their dependent claims 21-30, 42, 43, and 52. 

Claim 44 indirectly depends from claim 4 L As described above, Schubert does not teach 
or suggest all the limitations of claim 41 . Accordingly, a rejection under § 1 03 against a 



1 The serial number for Schubert does not appear in the Office Action. The missing information was provided by 
the Examiner in a voicemail message on November 7, 2002. 
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dependent claim of claim 41 cannot be sustained. Applicant respectfully requests the 
reconsideration and withdrawal of the rejection under § 103 against claim 44. 

3. Refections of Claims 32-36 and 40 over Chen 

Claims 32 and 36 are rejected under 35 U.S.C § 102(e) over United States Patent No, 
5,800,478 to Chen et aL ("Chen"). Claims 32-35 and 40 are also rejected under 35 U.S.C 
§ 103(a) over Chen- 
Claim 32 is the only independent claim at issue, and is amended herein. Amended claim 
32 recites a method of generating light inside a mammalian body. The method includes the step 
of placing, inside a mammalian body, at least a distal portion of an interventional device where 
the distal device portion includes a fluorescent light source that has a rigid gas-containing tube. 
The method also includes the steps of electrically connecting the fluorescent light source through 
a proximal end of the interventional device to an energy source, and causing the light source to 
generate a fluorescent light inside the body. 

Chen describes a probe used to provide photodynamic therapy inside a patient The probe 
described in Chen can have a plurality of light sources mounted on a flexible substrate. Chen 
does not disclose a rigid gas-containing tube in its probe, a limitation that has been added to 
claim 32. Therefore, the rejections under § 102 against claim 32 and its dependent claim 36 have 
been overcome by the amendment* 

With regard to the rejections under § 1 03, Chen teaches away from modifying its probe to 
incorporate the missing rigid gas-containing tube limitation because Chen's probe is expressly 
designed to be flexible, permitting it to be bent, folded or rolled inside the body (Abstract, col, 2, 
Ins. 10-coL 3, In. 54). Chen repeatedly emphasizes the criticalhy of keeping its probe flexible. 
Accordingly, Applicant respectfully submits that the rejection under § 103 against claim 32 and 
its dependent claims 33-35 and 40 have been overcome by the amendment 

Accordingly, Applicant respectfully submits that the above rejections under 35 UJS.C 
§§ 102 and 103 have been overcome and should be withdrawn. 
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4. Rejection of Claims 37-39 nv«> r Chen and Singly 

Claims 37-39 are rejected under 35 U.S.C. § 103(a) over Chen in view of United States 
Patent No. 5,100,429 to Sinofsky et al. ("Sinofsky"). 

Claims 37-39 ill defend from amended claim 32. As described above, Chen does not " ' 
disclose or suggest all the limitations of amended claim 32, e.g., including a rigid gas-containing 
tube in the light source. Sinofsky describes how to form an endovascular stent by curing a 
collagen-based material on the outer surface of an inflatable balloon. Sinofsky does not supply 
what Chen lacks with respect to amended claim 32, e.g, the use of a rigid gas-containing tube as 
part of a light source, as Sinofsky describes delivering laser energy, through optic fibers, to its 
distal balloon in order to cure the collagen-based material (col. 5, Ins. 47-49). Accordingly, 
Applicant respectfully submits that the rejections under § 103 against claim 37-39 have been ' 
overcome by the instant amendment to claim 32 and should be withdrawn. 

5. Rejections of Claims 47-50 and S3 over Fnrihata 

Claims 47, 49, and 53 are rejected under 35 U.S.C. § 102(b) over United States Patent 
No. 3,866,602 to Furihata C'Furihata"). Claims 48 and 50 are also rejected under 35 U.S.C. 
§ 103(a) over Furihata. 

Claim 47 is the only independent claim at issue, and is amended through the instant 
Amendment to incorporate all the limitations of claims 49 and 50, both of which are canceled. 
The amended claim 47 recites a method of generating light inside a mammalian body. The 
method includes the step of placing, inside a mammalian body, at least a distal portion of an 
interventional device where the distal device portion includes an incandescent lamp. The lamp 
has a housing with a pair of electrodes inside the housing and connected by an oxidizing 
filament. The housing is also filled with a gas capable of generating light of a predetermined 
color. The method also includes the steps of electrically connecting the incandescent lamp 
through a proximal end of the interventional device to an energy source, and causing the 
incandescent lamp to generate short duration, high intensity light waves of the predetermined 
color for a medical purpose. 
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Furihata describes an endoscope installed with a camera for photographing an image 
corresponding to the interior wall of a body cavity. An illumination lamp 29 is provided at the 
distal portion of the endoscope and has one filament providing illumination for viewing through 
an eyepiece, and another filament providing light for photographing the body cavity being 
observed (coL 3, Ins. 6-1 1). Furihata does not teach or suggest use of gas-filled housing and 
oxidizing filament to generate light waves of a predetermined color, as recited in the amended 
claim 47. As the instant specification describes, a colored light may include, e.g., substantially 
blue and UV light energy, which has specific advantages in medical procedures such as 
photodynamic therapy or tissue spectroscopy (p. 1 1, Ins. 5-20, and p. 14, In. 24-p, 15, In. 2). 
Furihata is silent on any medical application of colored light, and therefore does not provide any 
motivation to modify its device or method by incorporating a gas-filled housing and an oxidizing 
filament. Indeed, Furihata teaches away from such modification as the illumination lamp 
provides light for either direct observation by a naked eye or general photography, both of which 
favor the entire spectrum of visible light 

Accordingly, Applicant respectfully submits that the rejections under § 102 over claims 
47 and its dependent claim 53 have been overcome by the instant amendment and should be 
withdrawn. Applicant also submits that the rejection under § 103 over claim 48, which depends 
from amended claim 47, should be reconsidered and withdrawn. Rejections over claims 49 and 
50 have been rendered moot as both claims have been canceled through this paper. 

INFORMATION DISCLOSURE STATEMENT (IDS) 

Applicant notes again that initialed copies of PTO-1449 forms for IDSs and Supplemental 
IDSs submitted by Applicant on September 2, 1997, October 31, 1997 and June 3, 1998, 
together listing references AA-AAZ, BA-BT, and CA-CM, have not been returned and therefore 
respectfully requests such action by the Examiner. Copies of the these 1449 forms are submitted 
along with this paper for the Examiner's convenience. 

CONCLUSION 

Applicant requests that the Examiner reconsider the application and claims in 
light of the foregoing Amendment and Response, and respectfully submits that the 
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pending claims (i.e., 1, 4-12, 14, 15, 17, 20-30, 32-44, 47, 48, 52, 53, and 60-63), as 
amended, are in condition for allowance. If, in the Examiner's opinion, a telephonic 
interview would expedite the favorable prosecution of the instant application, the 
undersigned attorney would welcome the opporturtfty to discuss any outstanding issues, 
and to work with the Examiner toward placing the application in condition for allowance. 

A petition and fee for a one-month Extension of Time for Response is submitted 
herewith. Applicant believes that no additional fees are necessitated by the instant 
Amendment However, in the event that any additional fees are due, the Commissioner is 
hereby authorized to charge any such fees to Attorney's Deposit Account No. 20-053 1 . 



Respectfully submitted, 



Date: November 20, 2002 
Reg. No.; 33,497 




Tel. No.: (617) 310-8108 
Fax No.: (617) 248-7100 



Attorney for Applicant 

Testa, Hurwitz, & Thibeault, LLP 

High Street Tower 

125 High Street 

Boston, Massachusetts 02110 



WUD\1Q02\19.2526478 1 
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Marked-up Copy of Amendment to Claims 



32. (Four times Amended) A method of generating light inside a mammalian body, comprising 
the steps of: 



placing at least a distal portion of an interventional device inside a mammalian body, the 
distal device portion comprising a fluorescent light source , the light source comprising a rigid 
^as-containi ng tube : 

electrically connecting the fluorescent light source through a proximal end of the 
interventional device to an energy source; and 

causing the light source to generate a fluorescent light inside the body. 



39. (Twice Amended) The method of claim 38 wherein the polymeric stent comprises an 
ultraviolet curable epoxy or an adhesive material. 



47. (Four times Amended) A method of generating light inside a mammalian body, comprising 
J^f the steps of: 

placing at least a distal portion of an interventional device light inside a mammalian body, 
the distal device portion comprising an incandescent lam p, the incandescent lamp comprising a 
housing, a pair of electrodes inside the housing and an oxidizing filament connecting the pair of 
electrodes, the housing being filled with a ore-selected gas capable of generating light of a 
predetermin ed colon 

electrically connecting the incandescent lamp through a proximal end of the 
interventional device to an energy source; and 

causing the incandescent lamp to generate short duration, high intensity light wave s of the 
predetermined color for a medical purpose . 
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